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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 61 - 78 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. Claims 61 - 78 disclose "a computer- 
readable medium containing executable instructions for specifying and automating file 
handling in a portable image capture device". As disclosed in the claims, "In the context 
of this claims", "In particular, the executable instructions for specifying and automating 
file handling in a portable image capture device can be recorded or downloaded in 
advance on a hard disk or a semiconductor memory as a computer-readable medium 
built in the portable image capture device. Alternatively, the executable instructions may 
be temporarily or permanently stored (recorded) on such computer-readable medium as 
a floppy disk, a CD-ROM (Compact Disc Read Only Memory), an MO (Magneto-optical) 
disk, a DVD (Digital Versatile Disc), a magnetic disk or a semiconductor memory then 
later downloaded into the portable device .It can also be noted that the executable 
instructions may be installed into the portable image capture device from such a 
computer-readable medium as described above, or alternatively may be transferred by 
radio to the portable image capture device from a download site through an artificial 
satellite for digital satellite broadcasting, or may be transferred by wire to the portable 
image capture device over a network such as a LAN (Local Area Network) or the 



Application/Control Number: 10/813,723 Page 3 

Art Unit: 2622 

Internet". As disclosed in the claims, the "computer-readable medium" is defined as a 
signal (may be transferred by radio to the portable image capture device from a down 
load site through an artificial satellite for digital satellite broadcasting, or may be 
transferred by wire to the portable image capture device over a network such as a LAN 
(Local Area Network) or the Internet or installed into a built-in hard disk of the portable 
image capture device). A signal is not tangibly embodied. 
Also, claims 61 - 78 recite " a computer-readable medium containing executable 
instructions for specifying and automating file handling in a portable image capture 
device:" A executable instructions as claimed is not tangible since it does not establish a 
connection between a computer-readable medium and said portable image capture 
device. Since executable instructions are merely a set of instructions capable of being 
executed by a computer or the portable image capture device, the executable 
instructions logic itself is not a process; therefore the invention as claimed is non- 
statutory. It is suggested that the preamble is changed to read "A computer-readable 
medium encoded with computer executable instructions for specifying and 
automating..." 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 61 - 78 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
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applicant regards as the invention. Applicant claimed a "Computer - readable medium 
containing executable instructions for specifying and automating file handling in a 
portable capture device" the examiner could not determine from the disclosure as to 
whether the applicant had possession of what is being claimed and could not determine 
as to what the applicant regard as a "computer - readable medium". The specification 
Page 2, Section 0019 discloses "the present invention solves this problem by taking 
advantage of the user interface (Ul) of the computer 20 and server and enabling the 
user to automate the file handling capabilities of the portable image capture device by 
configuring an action list 24 by mapping one or more user input events on the device to 
one or more image handling action". It is not clear as to whether the computer - 
readable medium is connected with either the camera or server or it is a software that 
resides in the camera or the server or a stand alone system or unit or a program. 
Examiner rejected claims 62 - 72 as best understood as to what the applicant regards 
as Computer -readable medium. 
Clarification is required 



Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
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only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 43, 47 - 57 and 61 - 78 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Anderson (US 7117519 B1). 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .131 . 

7. Regarding Claim 43, Anderson discloses a method for specifying and automating 
file handling in a portable image capture device (Figure 1, Element 14, Col 3, Line 43 - 
52), the portable image capture device including at least one stored file (Figure 1, 
Element 34) and configured to communicate with a computer (Figure 1 , Element 24), 
the method comprising: 

In response to a user configuring an action list (Figure 5, Element 48) on the 
computer (Figure 1, Element 24) by mapping one or more user input events (Col 8, Line 
18-19, User initiating image upload, the user will upload the images once there is a 
connection between the camera and server) on the portable image capture device to 
one or more file handling actions (Col 8, Line 23 - 27, sending the images to a list of 
email address, performing some type of analysis or calculation on the image data) on 
the at least one stored file (The image saved inside the camera and then uploaded to 
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the server when there is connection between the camera and the server), downloading 
the action list from the computer to the portable image capture device (Col 10, Line 58 - 
63 and Col 8 and Col 9, Line 1-12, "The action list is displayed to the user on the 
image capture device for user selection once a connection between the server and 
camera is detected"); and 

Performing the corresponding file handling action on the at least one stored file 
within the portable image capture device when an input event on the portable image 
capture device is detected that matches one of the user input events in the action list 
(Col 8, Line 14-46). 

8. Regarding Claim 47, Anderson discloses the method of claim 43 wherein the at 
least one stored file comprises a digital image (Figure 1 , Element 34) by the portable 
image capture device. 

9. Regarding Claim 48, Anderson discloses the method of claim 43 wherein the 
computer is used to access a server via a web browser (Figure 1 , Element 24, and Col 
8, Line 65), the method further comprising: configuring the action list on the server in 
response to user input (Col 8, Line 47 - 61 and Col 7, Line 16 - 22). 

1 0. Regarding Claim 49, Anderson discloses the method of claim 48 further 
comprising retrieving the user's account information (Col 7, Line 64 - 67 to Col 8, Line 1 
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- 6), including the device type and an operating environment of the device in response 
to the user logging into the server (Figure 1 Element 12). 

1 1 . Regarding Claim 50, Anderson discloses the method of claim 49 further 
comprising displaying to the user a list of supported user interface input events specific 
to the user's type of device for the user to select a desired set of input events (Col 8, 
Line 7 - 22, User Initiating an image upload is one input event that is specific to the 
user's type of device). 

12. Regarding Claim 51 , Anderson discloses the method of claim 50 further 
comprising displaying a set of actions that can be performed when each selected event 
occurs for the user to map one or more actions to each event (Figure 5, and Col 8, Line 
23-46). 

13. Regarding Claim 52, Anderson discloses the method of claim 51 wherein the set 
of actions may include any combination of e-mailing the file as an attachment, posting 
the file to a photo sharing service, posting the file to a specified web site, resizing if the 
file is an image, and saving the file to a folder (Figure 5, and Col 8, Line 23 - 46). 

14. Regarding Claim 53, Anderson discloses the method of 51 further comprising 
storing the mappings as a downloadable action list (Col 8, Line 18 - 46). 
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1 5. Regarding Claim 54, Anderson discloses the method of claim 43 further including 
requesting the action list from the computer by the device (Col 7, Line 64 - 67 to Col 8, 
Line 22, "Once there is a connection with the server and the camera, all the action list 
associated with that camera will be downloaded in the camera"). 

16. Regarding Claim 55, Anderson discloses the method of claim 54 further 
comprising: 

Transmitting identity information from the device to the server for the server to 
use to retrieve the action list configured by the user (Col 7, Line 64 - 67 to Col 8, Line 
22); and 

Downloading the action list to the device (Col 7, Line 64 - 67 to Col 8, Line 22, 
"Once there is a connection with the server and the camera, all the action list associated 
with that camera will be downloaded in the camera"). 

17. Regarding Claim 61 , Anderson discloses a computer-readable medium 
containing executable instructions for specifying and automating file handling in a 
portable image capture device, the device including at least one stored file and 
configured to communicate with a computer, the instructions, when executed: 
Downloading an action list from the computer to the device, the action list comprising a 
mapping of one or more user input events on the portable image capture device to one 
or more file handling actions on the at least one stored file; and performing a 
corresponding file handling action on the file within the device when an input event on 



Application/Control Number: 10/813,723 Page 9 

Art Unit: 2622 

the device is detected that matches one of the events in the downloaded action list (Col 
5, Line 64 - 67 to Col 6, Line 1 - 49, "Camera 14 includes a microprocessor- based 
architecture that runs an operating system 70 for controlling camera hardware 72 and 
overall functionality of the camera 14 such as taking pictures, storing pictures, and the 
like" ). 

18. Regarding Claim 62, Anderson discloses the computer-readable medium of claim 
61 further comprising providing an interface that allows a user to configure the action list 
(Col 5, Line 64 - 67 to Col 6, Line 1 - 49). 

1 9. Regarding Claim 63, Anderson discloses the computer-readable medium of claim 
61 further including instructions for downloading an executable file associated with the 
file handling action to be performed and executing the executable file in the device in 
order to perform the action (Col 5, Line 64 - 67 to Col 6, Line 1 - 49). 

20. Regarding Claim 64, Anderson discloses the computer-readable medium of claim 
63 further comprising instructions for downloading the executable file corresponding to 
the file handling action when the action is to be performed (Col 5, Line 64 - 67 to Col 6, 
Line 1 -49). 

21 . Regarding Claim 65, Anderson discloses the computer-readable medium of claim 
63 further including instructions for downloading all the executable files associated with 
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the actions in the action list at the time the action list is downloaded (Col 5, Line 64 - 67 
to Col 6, Line 1 - 49). 

22. Regarding Claim 66, Anderson discloses the computer-readable medium of claim 
61 wherein the at least one stored file comprises a digital image captured by the 
portable image capture device (Col 5, Line 64 - 67 to Col 6, Line 1 - 49). 

23. Regarding Claim 67, Anderson discloses the computer-readable medium of claim 
61 wherein the computer is used to access a server via a web browser, the computer- 
readable medium having further instructions for configuring the action list on the server 
in response to user input (Col 5, Line 64 - 67 to Col 6, Line 1 - 49). 

24. Regarding Claim 68, Anderson discloses the computer-readable medium of claim 
67 further comprising instructions for retrieving the user's account information, including 
the device type and an operating environment of the device in response to the user 
logging into the server (Col 5, Line 64 - 67 to Col 6, Line 1 - 49). 

25. Regarding Claim 69, Anderson discloses the computer-readable medium of claim 
67 having further instructions for displaying to the user a list of supported user interface 
input events specific to the user's type of device for the user to select a desired set of 
input events (Col 5, Line 64 - 67 to Col 6, Line 1 - 49). 
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26. Regarding 70, Anderson discloses the computer-readable medium of claim 69 
having further instructions for: displaying a set of available actions that can be 
performed when each selected event occurs; and providing an interface for the user to 
map one or more actions to each event (Col 5, Line 64 - 67 to Col 6, Line 1 - 49). 

27. Regarding Claim 71 , Anderson discloses the computer-readable medium of claim 
70 wherein the set of available actions may include any combination of e-mailing the file 
as an attachment, posting the file to a photo sharing service, posting the file to a 
specified web site, resizing if the file is an image, and saving the file to a folder (Col 5, 
Line 64 - 67 to Col 6, Line 1 - 49). 

28. Regarding Claim 72, Anderson discloses the computer-readable medium of claim 
70 having further instructions for storing the mappings as a downloadable action list 
(Col 5, Line 64 - 67 to Col 6, Line 1 - 49). 

29. Regarding Claim 73, Anderson discloses the computer-readable medium of claim 
67 having further instructions for requesting the action list from the computer (Col 5, 
Line 64 - 67 to Col 6, Line 1 - 49). 

30. Regarding Claim 74, Anderson discloses the computer-readable medium of claim 
73 having further instructions for transmitting identity information from the device to the 
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server for the server to use to retrieve the action list configured by the user and 
downloading the action list to the device (Col 5, Line 64 - 67 to Col 6, Line 1 - 49). 



31 . Regarding Claim 75, Anderson discloses the computer-readable medium of claim 
67 having further instructions for downloading an executable file that is compatible with 
the device's operating environment (Col 5, Line 64 - 67 to Col 6, Line 1 - 49). 



32. Regarding Claim 76, Anderson discloses the computer-readable medium of claim 
61 having further instructions for: detecting the input events on the device; comparing 
the detected input events to the events listed in the downloaded action list; and if a 
match occurs, performing the corresponding action or actions in the list by retrieving the 
executable file necessary to execute that action (Col 5, Line 64 - 67 to Col 6, Line 1 - 
49). 



33. Regarding Claim 77, Anderson discloses the computer-readable medium of claim 
76 having further instructions for: determining if the executable file is present in 
memory of the portable image capture device; and if the executable file is present in the 
memory, retrieving and executing the executable file, thereby performing the action (Col 
5, Line 64 - 67 to Col 6, Line 1 - 49). 



34. Regarding Claim 78, Anderson discloses the computer-readable medium of claim 
77 having further instructions for: if the executable is not present in the memory: 
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requesting the executable file from the computer; and executing the executable file once 
received (Col 5, Line 64 - 67 to Col 6, Line 1 - 49). 

Claim Rejections - 35 USC § 103 

35. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

36. Claims 44, 45, 46 and 56-60 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Anderson (US 7117519 B1) in view of Shiohara et al. (US 
7,283,158). 

37. Regarding Claim 44, Anderson failed to teach downloading an executable file 
associated with the corresponding file handling action to the portable image capture 
device; and executing the executable file in the device in order to perform the file 
handling action. 

Shiohara discloses downloading an executable file (Programs for generating print 
image data) associated with the corresponding file handling action (Print image data) to 
the portable image capture device; and executing the executable file in the device in 
order to perform the file handling action (Abstract, Figure 5, and Col 2, Line 60 - 67 to 
Col 3, Line 1 - 35) . 
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Therefore it would have been obvious to one ordinary skilled in the art at the time 
the invention was made to modify the teaching of Anderson with Shiohara method of 
downloading an executable file or program associated with a corresponding file 
handling action. The motivation to do so is to effectively utilize the limited memory 
capacity of the digital camera, it is important that programs for generating print image 
data each having a relatively large program size can be installed from the external 
device into the digital camera as occasion demands or such installed programs can also 
be deleted. If the program is handled in such way, different programs, for example, a 
direct printing program, a communication program, an image correction program, or the 
like, can be replaced and then employed (Col 3 Line 10-19). 

38. Regarding Claim 45, Anderson in view of Shiohara disclose the method of claim 
44 wherein downloading the executable file associated with the file handling action to be 
performed comprises downloading the executable file corresponding to the file handling 
action when the action is to be performed (Col 2, Line 60 - 67 to Col 3, Line 1 - 35). 

39. Regarding Claim 46, Anderson in view of Shiohara disclose the method of claim 
44 further comprising downloading all executable files associated with the file handling 
actions in the action list at the time the action list is downloaded (Col 2, Line 60 - 67 to 
Col 3, Line 1 - 35, "Reading out the program from the recording medium in the digital 
medium at a desired time"). 
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40. Regarding Claim 56, Anderson in view of Shiohara disclose the method of claim 

55 wherein performing the corresponding file handling action (Print image data) includes 
downloading an executable file that is compatible with the device's operating 
environment (Shiohara, Col 2, Line 60 - 67 to Col 3, Line 1 - 35). 

41 . Regarding Claim 57, Anderson in view of Shiohara disclose the method of claim 

56 wherein the device sends operating environment information to the server in the 
request in order for the server to find the action executable file appropriate for the 
device's operating environment (Shiohara, Col 2, Line 60 - 67 to Col 3, Line 1 - 35). 

42. Regarding Claim 58, Anderson in view of Shiohara disclose the method of claim 
43 further comprising retrieving an executable file necessary to perform the 
corresponding file handling action (Shiohara, Col 2, Line 60 - 67 to Col 3, Line 1 - 35). 

43. Regarding Claim 59, Anderson in view of Shiohara disclose the method of claim 
58 further comprising: 

Determining if the executable file is present in memory of the portable image 
capture device (Shiohara, Col 2, Line 60 - 67 to Col 3, Line 1 - 35); and 

If the executable file is present in the memory, retrieving and executing the 
executable file from the memory, thereby performing the action (Shiohara, Col 2, Line 
60 - 67 to Col 3, Line 1 - 35). 



Application/Control Number: 10/813,723 Page 16 

Art Unit: 2622 

44. Regarding Claim 60, Anderson in view of Shiohara disclose the method of claim 
59 further comprising: 

If the executable is not present in the memory of the portable image capture 
device: retrieving the executable file from the computer; and executing the executable 
file (Shiohara, Col 2, Line 60 - 67 to Col 3, Line 1 - 35). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SELAM T. GEBRIEL whose telephone number is 
(571 )270-1652. The examiner can normally be reached on Monday-Thursday 7.30am- 
5. 00pm. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Vu NgocYen can be reached on 571-272-7320. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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S.G. 

Thursday, March 27, 2008 /Ngoc-Yen T. VU/ 

Supervisory Patent Examiner, Art Unit 2622 



